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Please find below and or attached an Office communication concerning this appHcation or proceeding 



Office Action Summary 


Application No 


Applicant s 


Examiner 


Art Unit 





-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY !S SET TO EXPIRE 3 MONTH(S) FROM 
Tu[^ MAILirJG DATE OF THIS COMMUNICATION. 

- 1^ :Mfe pfcr.cd 'o' 'fcusiy spec-^f-eo above is less '.•-■a^ !''^^:■, 3C' davs a 'ep.-, a t^;n stat^tcrv --.n -1^,^-^ t':!!-:-, -SC ciays .v. ■ De cc-^sider-ea :.:-Tie:v 

■ \G pel- od *or rep:, :s spec:"^:ecl aDO we "^-e -^a* "^^-^^ stat^'tc, pe' cd /. ■■ app , a^c /. ■ e-p 'e S - 6 VON^^S ^'c^ T-^e "^a ng cja:e c* tf-i s con-^;^niC at^c^ 

- Failure to repiy A'lt^^-n The set or e'HTended period ■or ^ep^v a-', ty sTa^J'e. cause T^-e app-caT'C". to becor^ie ABANDCTmED :35 S C i 33r 

- Any rep^v receded Py the Office later than th-'ee r^^onths a^ter tne n^aihng aate tnis ccriTiunication, even ,f timeiy fiied, na> reauce any 
earned pare-^t teT-^ adiusiment See 3^ CFR 1 ''OA-'bi 

Status ^ . /J 

1)7^ Responsive to Gomnnun i GOHor i (A) fi l ed -g^ J^^^^' ^ ' ^ / ^^/^ 

2a) ^^ This action is FINAL. 2blX This action is non-final. 



3) ^ Since this application is in condition for allowance except for formal nnatters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 11; 453 O.G. 213. 

Disposition of Claims 

4) X, Claim(5) ^ is/^fe pending in the application. 

4a) Of the above, claim(s) is/are withdrawn from consideration. 

5) _ Claimfs) is 'are allnwpri 

V ^ . . , 

61/ Claim{^ ^ is/-**e rejecieu. 

7) ' ~ Claim(sl is/are objected to. 

8) - Claims are subject to restriction and/or election requirement. 

Application Papers 

9) A' The specification is objected to by the Examiner. 

10)^ The drawinq(s) filed on ( / ( if c I is/are a),^- accepted or b) objected to by the Examiner. 

A^-^'icant may not req'jest th^t any objection tn thp Hrpiuvinn(«5) hp hpld in ahpyanrp Srp 37 CFR 1 85(a). 

1 The proposed drawing correction filed on is: a) approved b)..- disapproved by the Examiner 

If approved, corrected drawings are required m reply to this Office action. 
1 2),_. The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) — Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a). All b)- - Some* c) None of: 

1 . Certified copies of the priority documents have been received. 

2. Certified copies of the priority documents have been received in Application No. . 

3. Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2{a}). 

*See the attached detailed Office action for a list of the certified copies not received. 

14) Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 
a) Ti\ti translation of the foreign language provisional application muS oeen rcccivco. 

15) Acknowledgement is made of a claim for domiestic priority under 35 U.S.C. ^3^3 120 and/or 121. 
Attachment(s| 

) ^^iot'ce of Refe'-ences Cned !PTO'892i -^i ^ntefvie/v Sji^mary (PTO-4.13; Paper rjo'si 

2- Not.ce of Craftsperson's PaTe-^t CraA-ng ^evie/; ^ Not'ce 'r^formai Patent Appiicat'on :PT0-152/ 

3 ^/^^ '^''c'-a* iz;-- D sc'csj'e State-^-t 5 ^"^0 -iJ. 9 ■ ^aoe' Nc s ■ ^ Z-'-^b' 
I . . 

U S Patant and Trademark. Offica 

PTO 326 (Rev. 04 01 } , Office Action Summary Part of Paper No. —/ 




Serial Numher: 09 759,353 
Art I'nil: 1661 



Detailed Action 



Status of Application 



Applicant's substitute specification, including the amendments, and comments filed 
September 25. 2002 have been entered and fully considered but are not found persuasive as to the 
issues set forth in this Office action. 



The following is a quotation of section (a) of 37 CFR 1.163: 

(a) The specification must contain as full and complete a disclosure as possible of the plant 
and the characteristics thereof that distinguish the same over related known varieties, and 
its antecedents, and must particularly point out where and in what manner the variety of 
plant has been asexually reproduced. In the case of a newly found plant, the specification 
must particularly point out the location and character of the area where the plant was 



The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner 
and process of making and using it, in such full, clear, concise, and exact terms as to 
enable any person skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and use the same and shall set forth the best mode contemplated by 
the inventor of carrying out his invention. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 



Objection to the Disclosure 



37 CFR 1.163 



discovered. 



35 use § 112 



The specification sl'iall conclude \\\xh one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his in\ ention. 
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Detailed Action 

As specific to United States Plant Patent applications, the specifics or37 CFR 1.164 
(reproduced below) are controlling: 

The claim shall be in formal terms to the new and distinct variety of the specified plant as 
described and illustrated, and may also recite the principal distinguishing characteristics. 
More than one claim is not permitted. 

In plant applications filed under 35 U.S.C 161, the requirements of 35 U.S.C. 1 12 are 
limited. The following is a quotation of 35 U.S.C. 162: 

No plant patent shall be declared invalid tor noncompliance wiili section 1 12 of this title if 
the description is as complete as is reasonably possible. The claim in the ^»peci flcaticn sha! 
be in formal terms to the plant shown and described. 

The disclosure is objected to under 35 CFR 1.163(a) and under 35 U.S.C. 1 12. first 
paragraph- because the specification presents less than a full clear, and complete botanical 
description of the plant and the characteristics which define same per se and w hich distinguish the 
plant from related known cuuivais and antecedents. 

More Specifically: 

A. As stated in the previous Office action mailed March 25. 2002, Applicant states the 
Androecium is present on ray florets. This is not understood and appears botanically incorrect as 
the androecium is typiclly found only on disc florets and the gynoecium is typically found on both 
ray and disc florets. This plant does not ha\ e disc florets as set forth on page 8. line 3. 
Correction and/or clarification is necessar\'. 
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Detailed Action 

B. As stated in the previous Office action mailed March 25. 2002. Applicant states the 
instant plant produces pollen. This is not understood and appears botanicalK incorrect as the 
instant plant does not have disc florets (as stated on page 8. line 3) and without disc florets, in 
which the androecium would be located, cannot produce pollen. Correction and/or clarification is 
necessar}. 

C. As stated in the previous Office action mailed March 25. 2002, if the lea\cs arc 
petiolate. applicant should set forth in the specification the typical and observed petiole coloration 
with reference to tlie employed color chan. 

D. Page 9, line 19. Applicant states leaf shape ^Tossess dentate lobes.". Even though the 
leaf may possess dentate lobes, the recitation "possess dentate lobes" does not set forth a leaf 
shape. Applicant should set forth in the specification the typical and observed leaf shape. 

The above listing may not be complete. Applicant should carefully review^ the disclosure 
and import into same any corrected or additional information which would aid in botanically 
identifying and/or distinguishing the cultivar for which United States Plant Patent protection is 
sought. 
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Claim Rejection 
35 L .S.C. 1 12, 1st & 2nd Paragraphs 

Claim 1 is rejected under 35 U.S.C. 1 12. first and second paragraphs as not being 
supported by a clear and complete botanical description of the plant for the reasons set forth in 
the Objection to the Disclosure Section above. 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 



A person shall be entitled to a patent unless — 

(b) the invention was patented or described in a printed publication in this or a foreign 
countrv' or in public use or on sale in this countrw more than one year prior to the date of 
application for patent in the United States. 

The Claim is rejected under 35 U.SC 102(b) as being anticipated by Plant Breeder's 
Right application number 15135 (France) or the 1997 Catalog of Challet Herault Productions of 
Nuaille France in view of applicant's admission that 'Chanoud' was "placed in the hands of the 
pubHc in France during 1997" (Page 4 of response filed September 25. 2002). 

The French application number 15135 was published November 10, 1996. The Catalog of 
Challet Herault Productions was available to the French in 1997 as stated b\ application on page 



Claim Rejection - 35 USC § i02 
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4 of the response filed September 25. 2002. This printed catalog was in the public domain more 
than one year prior to the filing of the instant application. I he published French application and 
catalog are a "printed publication" under 35 U.S.C. 102 because it is accessible to persons 
concerned with the art to which the document relates. See lu re IVyer. 655 F.2d 221. 226, 210 
USPQ 790. 794 (CCPA 1981). See also MPEP § 2128. Copies of The French application 
1 15135) arc obtainable through the Bulletin Officiel de la Protection des Obtentions Vegetales, 
which is available to the public. 

Thus information regarding the claimed variety, in the form of the publication noted 
above, was readily available to interested persons of ordinarv skill in the art. A publication relied 
upon as prior art under 35 USC 102(b) must be enabling. The text of the relied upon publication 
standing alone would not enable one skilled in the art to practice the claimed invention. However, 
when the claimed subject matter is disclosed identically by a reference, an additional reference 
may be relied on to show^ the primary reference has an *^enabled disclosure". In re Samour. 571 
F.2d 559, 197 USPQ 1 (CCPA 1978) and hi re Donahue, 766 F.2d 531. 226 USPQ 619 (Fed. 
Cir. 1985). See also MPEP § 2131.01. When the claim is drawn to a plant, the reference, 
combined with knowledge in the prior art. would enable one of ordinar>- skill in the art to 
reproduce the claimed plant. In re LcGrice, 301 F.2d 929. 133 USPQ 365 (CCPA 1962). If one 
skilled in the art could reproduce the plant from a publicly available source, then a publication 
describing the plant would have an enabling disclosure. See Ex parte Thomson. 24 USPQ 2d 
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1618. 1620. (Bd. Pal. App. & Inter. 1992)(" l he issue is not whether the [claimed] Lultivar Siokra 
was on public use or sale in the United States but. rather, whether Siokra seeds were available to 
a skilled artisan anywhere in the world such that he/she could attain them and make/reproduce the 
Siokra cultivar disclosed in the cited publications."). See also MPFP § 2121.03. 

Applicant admits on page 4 of the response filed September 25. 2002 that the cultivar 
^Chanoud' was placed in the hands of the public in France during 1997. This constitutes evidence 
that the claimed cultivar was available to the public more than one year before the present 
application's United States filing date, fhe Plant Breeder's Right application filing number 15135 
is enabled because the disclosed cultivar could ha\ e been propagated from publicly available 
materials, and one skilled in the art would have the knowledge of how to do so. given the 
notoriety of various methods of asexual propagation. See. e.g., Thomson, supra. See also 
Cooper. Biotechnology and the Law- § 8.05 (1998 Clark Boardman Callaghan). ^^In essence then, 
a plant patent applicant cannot lose his rights through public description of the new variety so 
long as he does not make the stock available for propagation by the public". 



Response to Arguments 

Applicant's arguments ha\'e been fully considered as they apply to the new grounds of 
rejection. 
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Applicant argues thai the request for information under 37 CFR K105 for the 
Chr\ santhemum euhi\ar 'Chanoud' is irrelevant and is "not reasonably necessar\ to properly 
examine or treat the matter.". This argument is not persuasive because examiners are requesting 
additional information relative to the claimed invention to improve the quality of searches and 
examination. The rules specifically state requesting information regarding in part: 

-any non-patent literature, published application, or patent (U.S. or foreign), by any of the 
inventors or assignee, ihal reiaLes to the cialuied \aiiet>. 

-any use of the claimed invention which use was known to any of the invcntor(s) or 
assignee(s) at the time the application was liled notwithstandmg the date of the use. 

Applicant argues that public use and availability in a foreign countr}' more than one year 
before Tiling of a patent application in this country' is not prior art and the Patent Office has never 
considered this obstruction to Patent protection. This argument is not persuasive because the 
rejection is based on the printed publication; the French published the Plant Breeder's Right 
application number 1 5 1 35 on November 1 0. 1 996 more than a year of the filing of this plant 
application. Further The Catalog of Challet Herault Productions was available to the French in 
1997 more than a year of the filing of this plant application. 

Applicant argues that the information of 'Chanoud' in Exhibits A. B. and C, would not 
enable a person skilled in the art (plant science) to reproduce the claimed variety. This argument 
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is not persuasive because a more detailed description of the claimed cultivar would not confer 
novelty. SeeMPHP2112. 

Applicant argues that the plant in In re LeGrice was available only in a foreign countr\'. 
and that the fact situation is the same in the instant application. This argument is not persuasive 
because in LeGrice, Applicant ne\'er admitted that the rose cultivar was on sale anywhere. 
Instead. Applicant stated. "Prior public use or sale are the avenues by which a plant enters the 
public domain" {LeUrice, page 572. j. The court ihen added "section 1 02(b) requires that an 
inventor, who has placed his invention in the public domain, file his application within one year 
thereafter'' {LeGrice, page 372). The LeGrice decision states, " i he particular question of law to 
be here decided is presented on stipulated facts which, insofar as they relate to the issue, are here 
quoted from the record../". The list of facts that follows does not include the stipulation that the 
plants sought to be patented were on sale anywhere. 

Applicant argues that Foreign Commercial or Public use is not a bar to patentability under 
35 U.S.C. 102. This is not relevant. The clear wording of 35 USC 102 (b) is *'A person shall be 
entitled to a ptent unless- ...(b) the invention was patented or described in a printed publication in 
this or a foreign countrv' or in public use or on sale in this countr\ , more than one N ear prior to the 
date of the application for patent in the United States..." There is no restriction of the bar under 
35 USC 102(b) to printed publications in this countr\'. The second clause of 35 USC 102(b) 
barring public sale or use in this countr\ is not relex ant because the rejection under 35 USC 
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102(b) over the foreign breeder right certificate or French catalog, as enabled by a sale to the 
public in a foreign countr\- over one year prior to the date of domestic tiling, would not be over 
public use or sale, but over a printed publication. Note that in Gandy r. Main Belting, there was 
no printed publication. Whether the combination of a non-enabling printed publication with 
foreign commercial use is a bar to patentability under 35 USC 102(b) for utility or plant patents is 
likew ise not at issue. The issue is w hether a printed publication, by virtue of enablement by the 
knowledge of one of ordinary skiii in ilic mi wheic such a person could have obtained the 
necessar}' plant stock publicly, was a bar. 

Applicant then urgucs tht the Gaudy \\ Mam Belting L o. decision was the rirst to ciecicie 
that the printed publication and the foreign sale were not grounds of rejection under 102(b). In 
Gandy, there was not printed publication. In Pentech International Inc. v. Hayduchok. 18 
USPQ2d 1337, it stated that the "on-sale bar" must be ^'in public use or on sale in this country, 
more than one year prior to the date on the application for patent in the United States.". Pentech 
V. Hayduchok later states ''a foreign use or sale, without a printed publication or patent as 
described in 102(a), w ill not undermine the validity of a patent issued in the United States" (page 
1343). For this instant application, the plant was described in the Plant Breeder^s Right 
application and French catalog which, when combined with commercial availability in a foreign 
countr\\ would have enabled one skilled in the art to reproduce the claimed invention. 
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Applicant argues that the examiner should not rely on Ex parte Thomsofu because that 
case invoK ed an application for a utilit\ patent. This argument is not persuasi\ e because the 
question in Thomson, as in LeGrice. was. what is required to ^^enable" a printed publication 
describing a plant? Except for the type of patent sought, the instant application presents the same 
fact pattern as the Thomson case. Moreover, applicant has misconstrued the r/7^;/?7^Y;/7decision. 
The printed publications cited in Thomson were not enabled by applicant's deposit of seeds, but 
by commercial availability of the seeds outside the L.S. As stated in ThortL^on. "vvc arc convincec 
that the skilled cotton grower would have had the wherewithal, upon reading the publicly 
disseminated reference articles, to purchase the commercial available Siokra seeds, and employ 
cun\ entional techniques to plant and nurture the seeds to maturity in order to obtain the claim.ed 
invention, i.e. Siokra plants, seeds and pollen. It is reaonable to conclude that, at the time the 
cited articles were published, skilled artisans throughout the world would have found Siokra sees 
readily available on the open market.". 

Applicant further argues that to anticipatea claim then only one reference must be used in 
the rejection and not in combination. This argument is not persuasive because the rejection 
(stated above) is based upon one printed publication, the French application 15135 or the 1997 
French catalog. There is no combination of references. 
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Future Correspondence 



Any inquir>' concerning this communication or earlier communications from the Hxaminer 
should be directed to Kent L. Bell whose telephone number is (703) 306-3224. The Hxaminer 
can normally be reached Monday through Thursday from 6:00 am to 4:30 pm. 

If attempts to reach the Fxaminer by telephone are unsuccessful, the Examiner's 
supervisor. Bruce CampelK can be reached at (703) 308-4205. 

The fax phone number for the group is (703) 305-3014 or 308-4242. 

Any mquir\' of a general nature or reialing lu ilic status of this application should be 
directed to the Group receptionist whose telephone number is (703) 308-0196. 



K. L. Bell 



KENT BELL 



K 




